
Summary Contents

Preface.................................................................................................. v

Preface to the First Edition ............................................................... vii

Detailed Contents ............................................................................... xi

Contents of Forms ............................................................................... xxi

Chapter 1 Some Premises, Limitations, and Legal
Principles .................................................................... 1

Chapter 2 Express Agreements: Nonexclusive Licenses,
Nonassertion Agreements, and Exclusive
Licenses ....................................................................... 19

Chapter 3 Specific Types of Licenses ......................................... 45
Chapter 4 Implied Licenses and Patent Exhaustion ................ 59
Chapter 5 Issues in License Agreement Negotiation ............... 87
Chapter 6 Commentary on Principal Causes

of Uncertainty in Contract Language ...................... 95
Chapter 7 The Opening Part of the Agreement ........................ 105
Chapter 8 Definitions ................................................................... 113
Chapter 9 The Granting Clause; Elements of the Grant;

Definition of Licensed Subject Matter ...................... 127
Chapter 10 Reservations and Improvements .............................. 145
Chapter 11 Royalties, Reports, and Payments ............................ 153
Chapter 12 United States Tax Issues Relating

to Transfers of Patents and Know-How .................. 185
Chapter 13 Protection for a Nonexclusive Licensee ................... 195
Chapter 14 Transferability of Rights and Obligations

Pertaining to Licenses ............................................... 207
Chapter 15 Validity and Construction of Patents ....................... 225
Chapter 16 Representations and Warranties and

Negation of Implications ........................................... 231

ix



x Drafting Patent License Agreements

Chapter 17 Indemnification and Liability Insurance ................. 239
Chapter 18 Licensing of Pending Patent Applications ............... 245
Chapter 19 Alternate Dispute Resolution ................................... 251
Chapter 20 Common Provisions of Consequence ........................ 265
Chapter 21 Term and Termination of the Agreement ................ 289
Chapter 22 Execution of Agreements: Problems

of Authority and Proof ............................................... 299
Chapter 23 Settlement of Patent Litigation ................................ 311
Chapter 24 Confidential Disclosure Agreements ........................ 323
Chapter 25 Agreements Concerning the Sale

or Other Transfer of Unpatented
Technological Values .................................................. 331

Chapter 26 Collaboration Agreements ......................................... 355
Chapter 27 Foreign Patent License Agreements ........................ 379
Chapter 28 University and Government Licensing .................... 395
Chapter 29 Selected Competition Law Issues ............................. 405

Appendices

Appendix A Some Fundamentals of U.S. Patent Law
and Practice ................................................................ 453

Appendix B Assignments ................................................................ 459
Appendix C Simple License Agreement ........................................ 465
Appendix D Nonexclusive License Agreements ........................... 467
Appendix E Defined Field Patent License Agreement ................ 483
Appendix F Patent and Technical Information License

Agreement ................................................................... 493
Appendix G Confidential Disclosure Agreements ........................ 503
Appendix H Forms for Dealing With Outside

Submissions ................................................................ 521
Appendix I Employment Agreement ............................................ 527
Appendix J Simple Collaboration Agreement .............................. 533
Appendix K Antitrust Guidelines for the Licensing

of Intellectual Property ............................................. 543

Table of Cases ..................................................................................... 577

About the Authors .............................................................................. 590


