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820.5 Examination of Applications

820.6 Presumptions and Standard of Proof in the PTO; Prima Facie
Unpatentability

820.7 Evidentiary Considerations

§20.8 Claim Construction

820.9 Continuation and Divisional Practice

§20.10 Establishing Priority in the Ex Parte Setting; 35 U.S.C. 8§ 119 and
120; Rule 131

§20.11 Attorneys and Agents

§20.12 Intra-Agency Review

820.13 Court Review of PTO Decisions

820.14 Court Review of PTO Decisions; Standard of Review

21.  Conflicting Claims to Priority: Interferences

§21.1 First to Invent

821.2 Priority in General; 35 U.S.C. §102(qg)

821.3 Interference Procedure in General

821.4 Evidentiary Considerations

821.5 Interference-in-Fact; Same Patentable Invention

821.6 The Concept of a “Count” in Interference Practice

§21.7 Settlement of Interference

§21.8 Interfering Patents

821.9 Court Review of PTO Decisions; Standard of Review

VI—Amendment and Correction of Patents
22. Reissue, Reexamination, and Other Corrective Procedures

A. Certificate of Correction

§22.1 Mistakes in a Patent; Certificate of Correction

822.2 Certificate of Correction; Appellate Review
B. Disclaimer

§22.3 Disclaimer of Invalid Claim

§22.4 Terminal Disclaimer

822.5 Disclaimers; Appellate Review
C. Reissue

822.6 Reissue; Statutory Authorization

§22.7 Reissue; Grounds and Conditions

§22.8 Error Without Deceptive Intent



822.9 Same Invention
§22.10 Recapture
822.11 Broadening Reissue; Two-year Limitation
822.12 Effect of Reissue; 35 U.S.C. §25211
822.13 Effect of Reissue; Intervening Rights; 35 U.S.C. §25212
§22.14 Equitable Intervening Rights
§22.15 Substantial Identity
822.16 Reissue and Intervening Rights; Appellate Review
D. Reexamination
822.17 Purpose and Validity of Reexamination Proceedings
822.18 Who May File Request for Reexamination
822.19 Reexamination; General Procedure
822.20 Participation by Requester Other Than the Patentee; Optional Inter
Partes Reexamination
822.21 Prior Art Considered During Reexamination
822.22 No Enlargement of Claim Scope Permitted
§22.23 Effect of Reexamination
§22.24 Intervening Rights
822.25 Reexamination and Intervening Rights; Appellate Review
E. Correction of Inventorship
§22.26 The Rules of Inventorship
§22.27 Statutory Authorization for Correction
§822.28 Consequences of Error in Inventorship
§22.29 Error: Deception vs. Innocent Mistake
822.30 Presumption of Correct Inventorship; Burden of Proof
§22.31 Diligence in Seeking Correction
§22.32 Correction of Inventorship; Appellate Review
F. Interfering Patents
822.33 Interfering Patents in General
822.34 Interference As a Jurisdictional Requirement
§22.35 Interfering Patents; Appellate Review
G. Cancellation of Patents
§22.36 Cancellation, Revocation, or Annulment of Patents Procured by
Fraud

VII—Ownership of a Patent or a Patentable Invention
23.  Acquisition of Patent Rights
A Patents as Property; Joint Ownership
§23.1 Patents as Property
823.2 Joint Ownership: Practicing the Invention
§23.3 Ownership; Appellate Review
B. Acquisition of Rights By Invention; The Rules of Inventorship
823.4 Inventors in General; Conceivers
823.5 Inventorship vs. Ownership
§23.6 Inventorship; Appellate Review
C. Joint Inventorship



823.7 Joint Inventorship; Joinder Required; Correction
§23.8 Joint Inventorship; Statutory Rule
823.9 Proving Joint Invention; Overcoming the Presumption;
Corroboration
D. Contracts Affecting Patents
823.10 Contract Interpretation; Appellate Review
E. Acquisition of Rights By Assignment
823.11 Assignments vs. Licenses
823.12 Assignments in General
823.13 Assignments of Inventions; Agreements to Assign
F. Acquisition of Rights By License
823.14 Patent Licenses in General
823.15 Interpretation of Patent Licenses; Governing Law
823.16 Material Breach; Remedies; Termination
823.17 Recoupment of Royalties by Licensee
G. Assignor and Licensee Estoppel
823.18 The Abolition of Licensee Estoppel; Lear v. Adkins
823.19 Assignor Estoppel; Historical Basis
823.20 Assignor Estoppel; Erosion of the Doctrine
823.21 Assignor Estoppel; A Reinvigorated Doctrine; Diamond v. Ambico
823.22 Assignor Estoppel; Modern Application
823.23 Assignor Estoppel; Privity
§23.24 Assignor Estoppel; Contracts
823.25 Assignor Estoppel; Applicable Law; Appellate Review
§23.26 Assignee Estoppel
H. Acquisition of Rights By Implication; Implied License
823.27 Implied License in General
823.28 License Implied by Unrestricted, Authorized Sale of Patented Item
§23.29 What Is an Authorized Sale?
823.30 What Is a Valid Sale or License Restriction?
§23.31 License Implied by Sale of Unpatented Item
823.32 License Implied by Full Compensation
823.33 License Implied by Estoppel
§23.34 License Implied by Employment
§23.35 Implied License; Appellate Review
l. The Employed Inventor: Shoprights and Contracts to Assign
§23.36 The Employed Inventor in General
823.37 The Employed Inventor; Express and Implied Agreements to
Assign Inventions
823.38 The Employed Inventor; Shopright as an Implied License

VIlI—Enforcement of a Patent: Procedural Aspects
24.  Government Immunity
824.1 Federal Government Immunity
824.2 State Immunity from Patent Infringement Suits and Other Patent
Litigation



824.3 Foreign State Immunity

25.  Jurisdictional Considerations at the Trial Court Level

A.

Subject Matter Jurisdiction

825.1 Patent Jurisdiction in General

825.2 “Arising Under” Jurisdiction: The General Test of Christianson v.
Colt

825.3 Jurisdiction Over Contract and License Agreement Disputes and
State Tort Claims

825.4 Jurisdiction Over Title and Inventorship Disputes

825.5 Ancillary Jurisdiction to Enforce Settlement Agreements

825.6 Subject Matter Jurisdiction; Appellate Review

Declaratory Judgments (DJs)

§25.7 DJ Jurisdiction in General

825.8 DJ Jurisdiction in Patent Matters

825.9 DJ Jurisdiction Of Patent Infringement Controversies; The Former
Two-pronged Test

825.10 Preparations to Infringe

825.11 Reasonable Apprehension of Suit

825.12 The Impact of Medimmune; Licensees; Other Circumstances

825.13 Priority of Litigation; The “Customer Suit” Doctrine; Stays and
Dismissals

825.14 DJ Jurisdiction Of Other Patent-Related Controversies

§25.15 DJ Jurisdiction; Appellate Review

Mootness and Ripeness

825.16 Challenge to Administrative Action; Ripeness

825.17 Mootness and Noninfringement

Appropriate and Necessary Parties; Standing to Sue

825.18 Constitutional Standing in General

§25.19 Standing to Challenge PTO Action

825.20 Standing to Sue for Patent Infringement; General Principles

§25.21 Standing to Sue for Patent Infringement; Patentees and Assignees;
Co-owners

§25.22 Standing to Sue for Patent Infringement; Exclusive Licensees

825.23 Standing to Sue for Patent Infringement; Nonexclusive Licensees

825.24 Exclusive vs. Nonexclusive Licenses; Virtual Assignments

825.25 Standing to Litigate Other Patent Questions

§25.26 Standing to Sue; Appellate Review

Venue

§25.27 Venue in General

825.28 Venue for Patent Infringement Suits Against Corporate Defendants

825.29 Venue for Patent Infringement Suits Against Noncorporate Entities
and Individuals

§25.30 Venue for Aliens and Nonresident Patentees

§25.31 Venue for Patent DJ Actions

§25.32 Waiver of Venue; Defense of Customers

825.33 Improper or Inconvenient Forum; Transfers



§25.34 Multidistrict Litigation

Personal Jurisdiction; Nonresident Defendants

825.35 Constitutional Limits on Personal Jurisdiction; Due Process and
Minimum Contacts; The Role of State Long-Arm Statutes

825.36 Personal Jurisdiction; Applicable Law

§25.37 Concepts Governing the Exercise of Personal Jurisdiction:
Minimum Contacts; Specific vs. General Jurisdiction; Stream of
Commerce Theory

825.38 Personal Jurisdiction of Accused Infringers

825.39 Personal Jurisdiction of Patentees; DJ Actions

§25.40 Waiver of Personal Jurisdiction and Venue

825.41 Pendent Personal Jurisdiction

825.42 Personal Jurisdiction and Venue; Appellate Review

26.  Motions, Discovery and Pretrial Matters

A.

Pleading and Rule 12 Motions

826.1 Affirmative Defenses and Other Defenses That Must Be Pleaded

§26.2 Compulsory Counterclaims

826.3 Amendments to Pleadings

§26.4 Joinder of Parties

826.5 Rule 12(b) Practice in General

826.6 Rule 12(b) Motions Regarding Jurisdiction

826.7 Rule 12(b)(6) Motions to Dismiss for Failure to State a Claim Upon
Which Relief Can Be Granted

§26.8 Rule 11 Considerations

826.9 Responsibilities of Lawyers in Patent Litigation

Pretrial Practice in General

826.10 Separate Trial; Severance

826.11 Use of Special Masters in Patent Cases

826.12 Pretrial Practice; Appellate Review

Discovery

826.13 Discovery; Governing Law; Local Rules

§26.14 Discovery; Appellate Review

Summary Judgment

826.15 General Rules Governing Summary Judgment; Anderson v. Liberty
Lobby

826.16 Summary Judgment; Procedural Issues in Patent Cases

826.17 Rule 56(f) Considerations in Patent Cases

826.18 Summary Judgment; Substantive Patent Issues

§26.19 Summary Judgment; Claim Construction as a Determinant of
Infringement

§26.20 Summary Judgment; Appellate Review

27.  Trial and Judgment

A

B.

Conduct of Trials

827.1 Trial Conduct; Appellate Review
Jury Trials

§27.2 Right to Jury Trial in General



§27.3 Right to Jury Trial in Patent Cases
827.4 Right to Jury Trial; Impact of Beacon Theatres
827.5 Right to Jury Trial; Specific Patent Issues
827.6 Right to Jury Trial; Appellate Review
827.7 Jury Practice; Governing Law
827.8 Jury Practice; No Special Rules for Patent Cases
827.9 Jury Practice; Legal Questions; Patent Validity
827.10 Jury Practice; Legal Questions; Claim Construction
827.11 Jury Practice; Fact Questions; Infringement
827.12 Jury Practice; Pre-Submission and Post-Verdict Motions
827.13 Jury Practice; Appellate Review in General
827.14 Appellate Review of Jury Instructions
827.15 Appellate Review of Motions for IMOL
827.16 Appellate Review Conditioned by Form of Verdict
827.17 Appellate Review Conditioned by Post-Verdict Motions
827.18 Appellate Review of Patent Issues
C. Evidence and Witnesses
827.19 Evidentiary Rulings; Governing Law
§27.20 Evidentiary Rulings; Appellate Review
§27.21 Expert Witnesses in General
§27.22 Expert Witnesses; Daubert Considerations
§27.23 Expert Testimony in Patent Cases; Applying Daubert
§27.24 Patent Lawyers as Expert Witnesses
827.25 Independent Technical Advisors
827.26 Patent Examiners; The Rule of United States v. Morgan
§27.27 Attorney-Client Privilege and Work Product Immunity in General
§27.28 Privilege Issues in Patent Cases
827.29 Waiver of Privilege and Immunity in Patent Cases
§27.30 Hearsay and Admissions
§27.31 Offer of Compromise
§27.32 Judicial Notice
D. Judgment and Post-Trial Motions
§27.33 Consent Judgments
§27.34 Findings of Fact
§27.35 Motions Under Rule 41(b)
827.36 Motions for New Trial; Rule 59
§27.37 Motions to Amend Judgment; Rule 59(e)
827.38 Motions for Relief From Judgment; Rule 60(b)(2); Newly
Discovered Evidence
827.39 Motions for Relief From Judgment; Rule 60(b)(3); Fraud
827.40 Post-Trial Practice in Jury Cases
§27.41 Offer of Judgment
§27.42 Post-Trial Motions; Standard of Review; Governing Law
28.  Preclusion by Judgment
§28.1 Res Judicata; Nomenclature; Applicable Law
828.2 Res Judicata; Appellate Review



Claim Preclusion: Bar and Merger

§28.3. Claim Preclusion; General Principles

828.4 Claim Preclusion; Identity of Claims; Splitting a Cause of Action

§28.5 Claim Preclusion; Identity of Parties; Privity

§28.6 Claim Preclusion; Nature of Proceedings

§28.7 Claim Preclusion; Nature of Judgment; Jurisdictional
Considerations

§28.8 Claim Preclusion; Nature of Forum

Issue Preclusion: Collateral Estoppel: The Blonder-Tongue Doctrine

828.9 Issue Preclusion; General Principles

828.10 Issue Preclusion; The Actual Litigation Requirement

828.11 Issue Preclusion; The Requirement That the Issue Was Necessary
to the Prior Judgment

828.12 Issue Preclusion; Identity of Issues; Unadjudicated Patents, Patent
Claims, and Accused Infringements

828.13 Issue Preclusion; The Fair Opportunity to Litigate Requirement

828.14 Issue Preclusion; Nature of the Judgment

§28.15 Issue Preclusion; Mutuality of Estoppel; The Blonder-Tongue
Doctrine

§28.16 Issue Preclusion; Unenforceability

828.17 Issue Preclusion; Claim Construction Rulings; Infringement Issues

828.18 The Doctrine of Kessler v. Eldred

828.19 Issue Preclusion; Offensive vs. Defensive Use

Consent Judgments and Settlement Agreements

828.20 Consent Judgments; Applicable Law

§28.21 Consent Judgment; Treated as Contract

§28.22 Consent Judgment; May be Issue Preclusive as Well as Claim
Preclusive

§28.23 Dismissal With Prejudice Based Upon Settlement

Other Estoppels

§28.24 Interference Estoppel

828.25 Licensee and Assignor Estoppel

§28.26 Equitable Estoppel

§28.27 Judicial Estoppel

§28.28 Preclusion of Inconsistent Positions

Law of the Case

§28.29 Law of the Case; General Principles

828.30 Law of the Case: Patent Questions

§28.31 Law of the Case; Courts of Coordinate Jurisdiction

Stare Decisis

§28.32 Binding Precedent; Governing Law

§28.33 Nonbinding Prior Adjudications

Comity

§28.34 Comity

IX—Enforcement of a Patent: Substantive Aspects



29.

Defenses to a Patent Infringement Suit

A.

Defenses in General

§29.1 Statutory Defenses

829.2 Section 282 Notice of Invalidity Defenses

§29.3 Noninfringement

829.4 Absence of Liability for Infringement

§29.5 Invalidity

§29.6 Unenforceability

§29.7 Nonstatutory Defenses

829.8 Jurisdictional and Constitutional Defenses

829.9 Failure of the PTO to Observe its Own Regulations and Procedures

Presumption of Validity

829.10 Presumption of Validity; Theoretical Basis

829.11 Presumption of Validity; Statutory Basis

829.12 Presumption of Validity; Burden of Proof of Invalidity

§29.13 Patents Not to Be Held “Valid”

829.14 Presumption Not Applicable in PTO Proceedings

829.15 Applicability in Various Court Proceedings

829.16 Presumption Applicable to All Conditions and Requirements for
Patentability

829.17 Presumption Applicable Even in the Face of Evidence Not Before
the PTO

§29.18 Effect of Prior Adjudication

Laches and Estoppel

829.19 Laches and Equitable Estoppel As Defenses; Burden of Proof

829.20 Laches; Elements of Proof; Exercise of Discretion

§29.21 Presumption of Laches After Six-Year Delay

829.22 Measuring the Period of Delay

§29.23 Rebutting the Presumption of Laches; Justification for Delay

829.24 Effect of Rebutting the Presumption of Laches

§29.25 Proving Laches in Absence of Presumption; Prejudice

829.26 Equitable Estoppel; Elements of Proof
§29.27 Equitable Estoppel; No Presumption of Reasonable
Reliance or Material Prejudice

§29.28 Equitable Estoppel; Misleading Conduct

829.29 Equitable Estoppel; Reasonable Reliance

§29.30 Equitable Estoppel; Material Prejudice; Detriment

829.31 Effect of Proof of Laches or Estoppel Elements

829.32 Laches and Equitable Estoppel; Standard of Review

829.33 Prosecution Laches; Diligence

Limitations

§29.34 Six-Year Statute of Limitations

Marking and Notice

829.35 Marking and Notice; The Statutory Requirement

829.36 Need to Mark or Give Notice; Licensees; Marking Estoppel

829.37 Need to Mark or Give Notice; Method Patents



§29.38 Actual Notice
§29.39 Marking
829.40 Purpose of the Marking or Notice Requirement
829.41 Marking and Notice; Standard of Review
§29.42 False Marking
F. Double Patenting
829.43 Double Patenting; Two Distinct Concepts: Same-Invention and
Obviousness
829.44 Double Patenting; Same Inventive Entity or Common Ownership
§29.45 Statutory Double Patenting; Same Invention Test
829.46 Nonstatutory Double Patenting; Obviousness Test
829.47 Nonstatutory Double Patenting; Two-Way Test
§29.48 Design/Utility Double Patenting
829.49 Avoiding Nonstatutory Double Patenting: Terminal Disclaimer
829.50 Exemption from Double Patenting: Restriction; Consonance
829.51 Double Patenting; Burden of Proof and Standard of Review
G. Intervening Rights
H. License Defenses
l. Alternative Dispute Resolution; Arbitration
829.52 Arbitration of Patent Infringement and Validity Disputes
30. Unenforceability as a Defense: Inequitable Conduct
A. Fundamental Concepts
830.1 Inequitable Conduct Defined
830.2 Relation to Common Law Fraud
830.3 Burden of Proof; Pleading
830.4 Consequences of Inequitable Conduct
830.5 No Right to Jury Trial; Discretionary Role of Trial Court
830.6 Appellate Review of Inequitable Conduct
830.7 A Modern Rationale for the Defense of Inequitable Conduct
B. Materiality of the Information or Representation
830.8 PTO Standard of Materiality; Old Rule 56
§30.9 PTO Standard of Materiality; New Rule 56
830.10 Court Standard of Materiality
830.11 “But-for” Materiality Not a Viable Standard
830.12 Cumulative Information Not Material
§30.13 Misinformation Almost Always Material
830.14 Materiality of Information About Prior Art
§30.15 Materiality of Other Information
C. Knowledge — Actual and Imputed
§30.16 Duty of Candor: To Whom Applicable?
830.17 The Knowledge Requirement
830.18 Could Have Been Aware; No Affirmative Duty to Search
830.19 Should Have Been Aware; Duty of Reasonable Inquiry
§30.20 Knowledge on the Part of the Examiner
D. Intent
§30.21 The Intent Requirement



E.

830.22 Proof of Intent; Burden

830.23 Proof of Intent; Usually a Matter of Inference
830.24 Proof of Intent; Gross Negligence

§30.25 Affirmative Falsification

830.26 Refuting Intent; Evidence of Subjective Good Faith
Balancing Materiality and Intent

§30.27 The Balancing Test

31. Patent Antitrust and the Defense of Misuse

A

Fundamental Concepts
831.1 The Sherman, Clayton, and FTC Acts
831.2 Patent Antitrust: Enforcement and Standing
831.3 Patent Antitrust and Misuse: Applicable Law
831.4 Lawful Acquisition and Exploitation
831.5 Monopoly Power in the Relevant Market
831.6 The First Sale (or Patent Exhaustion) Doctrine; Implied License
The Doctrine of Patent Misuse
§31.7 Patent Misuse
831.8 Per Se Misuse vs. Rule of Reason
831.9 Statutory Exceptions to the Misuse Doctrine
Acquisition of Patents as an Antitrust Violation or Misuse
831.10 Acquisition of Patents by Grant or Purchase
831.11 Acquisition by Grantback Agreement
831.12 Cross-licensing and Pooling
Enforcement of a Patent as Antitrust Violation or Misuse
831.13 Antitrust Immunity: The Noerr-Pennington
Doctrine
831.14 Lawful Enforcement; Threats to Sue; Presumption
of Good Faith
831.15 Enforcement of a Patent Procured by Fraud:
Walker Process Claims
831.16 Bad Faith Enforcement of a Patent: Handgards Claims
831.17 Enforcement of a Patent in Furtherance of and as an Integral Part
of a Plan to Violate the Antitrust Laws
Patent License Provisions (or Sales Restrictions) That Constitute Misuse
or Violate the Antitrust Laws
831.18 Exclusive vs. Nonexclusive Arrangements
831.19 Arrangements That Extend the Physical Scope of the Patent
§31.20 Tying Goods or Services
831.21 Tying; No Presumption of Market Power
831.22 Tying Nonstaples; Contributory Infringement
831.23 Tying Patents; Package Licensing
831.24 Restrictions on Competitive Products; “Tie-outs”
831.25 Price Restrictions; Resale Price Maintenance
§31.26 Quantity Restrictions
831.27 Customer Restrictions
831.28 Restrictions on Territory or Selection of Licensees



G.

§31.29 Use Restrictions

§31.30 Royalty Rate

§31.31 Royalty Base

831.32 Arrangements That Extend the Temporal Scope of the Patent:
Preissuance and Postexpiration Royalties

Other Agreements or Conduct Regarding Patents and Inventions That May

Invoke Antitrust or Misuse Scrutiny

831.33 Agreement Not to Contest Validity; Settlement Agreements

831.34 Refusal to License or Use Patents; Concerted Refusals

831.35 Concerted Refusal to Accept License; Group Boycotts

831.36 Standard-Setting Organizations and Patents

831.37 Unpatented Inventions; Trade Secrets

State Antitrust Laws

§31.38 State Patent-Antitrust Claims

32. Torts Involving Patents; Preemption Issues

832.1 Torts by Patent Owners; Federal Jurisdiction Over State Law
Claims

832.2 Torts by Patent Owners; Applicable Law

832.3 Torts by Patent Owners; Federal Preemption

832.4 Torts Claims That Are Not Preempted

832.5 Patent “Hold Ups”and Standard-Setting Organizations; Bid
Specifications

§32.6 Torts against Patents and Patent Owners

X—Appellate Review of Patent Decisions

33.  Jurisdictional Considerations at the Appellate Level

A.

B.

C.

833.1 Federal Circuit Jurisdiction; Governing Law

PTO Decisions

§33.2 Appeals From the PTO

Decisions of District Courts

§33.3 Patent Decisions of District Courts; In General

833.4 The Well-Pleaded Complaint Rule Fixes Federal Circuit Jurisdiction

833.5 The Impact of Subsequent Pleadings on Federal Circuit Jurisdiction

833.6 Appellate Jurisdiction Over Pendent Claims

833.7 The Impact of Other Post-Complaint Events on Federal Circuit
Jurisdiction

833.8 Consequences of Lack of Jurisdiction: Dismissal or Transfer

Decisions of Other Tribunals

833.9 Appeals From Other Tribunals

34.  Finality, Appealability, and Scope of Review

A

Finality and Appealability

834.1 Finality; General Principles

834.2 Appealable Interlocutory Patent Decisions; 28 U.S.C. §1292(a)(1) &
©(2)

834.3 Certification of Issues for Appeal; 28 U.S.C. §1292(b)

834.4 Certification of Claims for Appeal; Rule 54(b), FRCP



834.5 Appealability of Collateral Orders; The Cohen Exception

834.6 Review by Extraordinary Writ
B. Scope of Review

§34.7 Remands

834.8 Remands to the PTO

§34.9 Waiver

834.10 Need for Cross-Appeal

§34.11 Standing to Appeal

834.12 Separate Claims of a Patent

§34.13 Mootness in General

834.14 Mootness and Noninfringement
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